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OPINION OF THE COURT

PER CURIAM:
Thisisan gpped from the Didrict Court’s denid of a preiminary injunction.
Because we write for the parties only, we do not set out the background of this case.!
R&B chdlenges the denid of the prdiminary injunction on primarily two

grounds. Firgt, R&B arguesthat its part numbers satisfy the requirements for copyright

L “Wereview the Digtrict Court’s order denying a preliminary injunction under an
abuse of discretion standard, its factud findings under aclear error sandard, and its
findings of law under ade novo sandard.” Rose Art Industries, Inc. v. Swanson, 235 F.3d
165, 170-71 (3d Cir. 1999). Because the decision to enter apreiminary injunction is
committed to the sound discretion of the trid court, we will reverse such adecison “only
if the court abused its discretion, committed an obvious error in gpplying the law, or made a
serious migtake in considering the proof.” Loretangdi v. Critdli, 853 F.2d 186, 193 (3d
Cir. 1988).




protection and that its copyrighted catalogue was infringed by Needa such that it showed a
likelihood of success on the merits of its copyright infringement clam. Second, R&B
argues that thereis alikelihood of confusion between the Need! and Needa? marks such
that R& B showed alikdlihood of success on the merits of its trademark infringement
dam.
l.

When seeking this preliminary injunction, it was R& B’ s burden to show a
likelihood of success on the merits. In a case dleging copyright infringement, this requires
aplantiff to show ownership of the copyright and copying by the defendant. See Whelan

Associates, Inc. v. Jadow Dental Laboratory, Inc., 797 F.2d 1222, 1231 (3d Cir. 1986).

Thefirgt issue raised in this gpped is whether R& B’ s part numbers meet the requirements
for copyright protection.

We recently held in acase very amilar to the one a bar that the “ modicum of
credtivity” requirement for copyright protection is not met where a manufacturer smply

assgns numbers to parts in a mechanica systematic fashion. See Southco, Inc. v.

Kanebridge Corp., 258 F.3d 148 (3d Cir. 2001). In Southco, we reversed the grant of a

preliminary injunction on a copyright infringement claim involving part numbers for
various types of captive screw fasteners. Id. at 149. There, Southco had developed a
numbering system to identify its fasteners, whereby each fastener was assgned a unique
nine-digit number, with each digit describing a specific physca parameter of the fastener.

Id. The defendant sold competing fasteners using Southco’s part numbers. We



digtinguished between the actud part numbers and the numbering system itself and decided
the case based only on the issue of whether the part numbers themselves were
copyrightable. We held that Southco' s part numbers were completely devoid of origindity
because they merely resulted from “the mechanica gpplication of the numbering system.”

Id. a 152. We noted that Southco had “devoted time, effort, and thought to the creation of
the numbering system” but that the very existence of the system “még[de] it impossible for
the numbersthemsdlvesto be origind.” 1d. at 153. Under the system, there was no room
for credtivity when assgning a number to a new pane fastener because there was only one
possible part number for any new pane fastener that Southco created. 1d.

Applying our decison in Southco, the Didtrict Court in this case held that

R&B'’s part numbers do not satisfy the origindity requirement of copyright law. Itis
important to note that the Digtrict Court’ s opinion here distinguished between the part
numbers themsdves and the part numbering system. Dist Ct. Op. a 20. Even though R&B
initsora and written arguments before that court used the two termsinterchangegbly, the
Digtrict Court determined that there was no evidence that Needa used the part numbering
system to assign a new number to a new part that it had created. 1d. The only dam was that
Needa copied R&B’s part numbers. 1d. Thus, the Digrict Court ruled only on the cdlam
with respect to the part numbers themsalves. 1d. Although the Didtrict Court found that
R&B’s numbering system is not as fully developed and predictable as Southco’ s system

was, it found that R& B’ s systlem was Smilar enough that the part numbers were

uncopyrightable under the Southco decison. Id. at 23.
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Because we agree with the Didtrict Court that R& B’ s part numbers are not
materidly different from the part numbers at issue in Southco, we affirm the Didtrict
Court’ s denid of apreliminary injunction on the copyright infringement claim with respect
to the dleged copying of R&B'’s part numbers.

.

Pantiff’s second copyright clam focuses on R& B’ s catdogues. R&B
clamsthat Needa infringed the copyright in its 1994 catdogue. Needa admitsto usng the
plantiff’s catalogue for research but denies copying it. The issue before usiswhether
R&B showed alikelihood of success on the merits of the copyright infringement claim
with regard to its 1994 catd ogue such that a preliminary injunction should have been
issued.

Responding to Needa sfirst argument -- that R& B did not have avalid
copyright in the catalog -- the Didtrict Court assumed for purposes of the motion that the
Copyright Office had recaeived the plaintiff’s gpplication for a copyright in the 1994
catalogue -- which was submitted to the Copyright Office after the complaint was filed --
and that the certificate of registration was forthcoming. Dist Ct. Op. a 29. On the second
issue of infringement of the catalogue, the District Court properly identified the two-part
test for “substantid amilarity”, namely: (1) the extrindc test -- whether there is sufficient
amilarity between the two works to conclude that the defendants used the copyrighted
work in making their own; and (2) the intrinsic test -- whether there was anillicit or

unlawful gppropriation of the copyrighted work. In making the first determination, expert



testimony and avisud comparison between the copyrighted work and the alegedly
infringing work are frequently utilized. See 511 F.2d at 907. The second determination is
made from the perspective of alay person. Seeid. The Digtrict Court agreed with Needa
that Needd s catalogue was not subgtantidly smilar to R& B’ s catalogue, citing the
following: (1) the plaintiff’ s catalogue conssts of 685 pages whereas the defendant’s
catalogue conggts of only 85; (2) the catalogues differ in artwork, layout, text, and
photography; and (3) the part numbers are similar to the plaintiff’s part numbers, but that
the part numbers were a de minimis portion of the catalogues asawhole. Id. at 30-31.
Therefore, the Digtrict Court held that the plaintiff hed failed to establish ether of its
copyright clams,

The main issue before usisthat of “subgantial smilarity.” The plaintiff
disagrees with the Digtrict Court’s conclusion that the copying of part numbers from
R&B'’s catdogue was de minimis. The Digtrict Court found the part numbers copied were a
de minimis part of the catalogue as a whole because Needa' s part numbers congtituted less
than 6% of R& B’ s part numbers under the MOTORMITE brand (Needatook 1,000 part
numbers out of R&B’s 18,000 MOTORMITE part numbers). The plaintiff explains that
Needa took only the best moving parts from the R& B MOTORMITE product line and that

under the quditative vaue test adopted by the Supreme Court in Harper & Row Publishers,

Inc. v. Nation Enterprises, 471 U.S. 539, 565 n. 8 (1985), Needa infringed its copyright by

taking virtudly al of the valuable protected matter. R& B cites our decison in Educetiona

Teding Servicesv. Katzman, 793 F.2d 533, 542 (3d Cir. 1986), where we found the




subgtantid smilarity test satisfied where only a handful of questions out of thousands had
been copied. R& B argues that the quditative test is the gppropriate test to apply, that the
quditative value of R&B’s part numbersis high, and that Needa acknowledges as much
when it admitted copying the work in order to “make it easy for the cussomersto change
over from MOTORMITE to Needa.”

Based on the analysis set forth below, we find that the Digtrict Court was
correct that the plaintiffs did not show alikelihood of success on the merits of their
catdogue clam, but for different reasons than those identified by the Didtrict Court. The
Digrict Court was incorrect to use the de minimis quantitative sandard, rather than the
quditative standard set out by the Supreme Court in Harper & Row, but ultimatdly this does
not entitle the plaintiff to a prdiminary injunction. The plaintiff has not shown that the
subgtantia smilarity between the parts copied and the catal ogue were of copyrightable
information and, therefore, ther infringement claim could not have been successful on the
merits.

A leading tregtise Sates that catal ogues condtitute “ compilations’ as that
term is defined in the Copyright Act. Médville B. Nimmer & David Nimmer, Nimmer on
Copyright § 2.04[B], at 2-46 (2002) (“Nimmer”). The Copyright Act defines
“compilaions’ as*“awork formed by the collection and assembling of pre-existing
materials or of datathat are selected, coordinated, or arranged in such away that the
resulting work as awhole congtitutes an origind work of authorship. . .” 1d. at n.11 (quoting

17 U.S.C. §101). The trestise continues:



A work will congtitute a compilation “regardless of whether the individud
itemsin the materia have been or ever could have been subject to copyright.”
... [E]ven if acompilation congsts merdly of a salection or arrangement of
“facts’ that individualy would not be copyrightable, the origindity involved
in the sdlection and/or arrangement of such factsis sufficient to conditute
the resulting compilation a protectable literary work. Note that the requisite
origindity may inhere in selection and arrangement done, even if the other
ingredient islacking. In such circumstances, however, protection is
concomitantly narrow; thus, awork that is copyrightable soldy by virtue of
its selection is not infringed by another highly smilar work, if the latter does
not closely follow the former in terms of sdection of the data.

Id. at 2-46. Indeed, section 103 of the Copyright Act states that “the copyright in a

compilation . . . extends only to the materid contributed by the author of suchwork . . . .

The copyright in such work is independent of, and does not affect or enlarge the scope,

duration, ownership, or subsistence of, any copyright protection in the preexisting

materia.” 17 U.S.C. § 103.

The scope of protection for a compilation extends only to “those dements

contained therein that are origina with the copyright clamant.” Nimmer, 8 3.04[A].

Therefore, according to Nimmer, a copyright over acompilation “does not per se render

protectable the pre-existing or underlying work upon which the later work [compilation] is

Id. Indeed, we have agreed that a compilation may be copyrightable when the facts

contained therein are not necessarily themselves copyrightable. See ETS, 793 F.2d at 538

(section 103(a) of the Copyright Act expresdy extends copyright protection to

compilations, such that a copyright for atelephone book as an origind compilation has

been upheld even though the addresses contained therein could not be protected).

To say that uncopyrightable part numbers do not transform into copyrightable



entities merely because they are listed in a copyrightable work is not necessarily to say that
the copying of these numbers from a cata ogue does not condtitute infringement of the
catdogue itsdlf. The question whether a catdogue or compilation can be infringed when
the taking is of uncopyrightable information, here the part numbers, was not addressed in
the parties’ briefs or in ora argument.

Nimmer gtates on thisissue that the subgtantid smilarity test must be
andyzed with reference to copied portions that are themselves worthy of protection under
copyright law:

Even when extended amilarity exists between plaintiff’s and defendant’s

works when taken as awhole, the andysisis not finished. To the extent that

such gmilarity inheresin ideas, which are by definition unprotected, or in
expresson that is not proprietary to plaintiff, then an essentia ingredient is
lacking from plaintiff’s primafaciecase. . . . [A]n essentid dement of an
infringement case is that “plaintiff must show that defendant’ sworks are
ubgtantidly smilar to dements of plaintiff’s work that are copyrightable or
protected by the copyright.”
Nimmer, 8 13.03[B][2], at 13-59. Thisis precisdly why this case differs from our decision
INETS. In ETS, we held that if the individua ETS multiple choice questions were
copyrightable, then ETS' regigtrations of the tests as compilations covered the questions.
793 F.2d at 539. But, in ETS we held that the individua questions were “origina works of
authorship” within the meaning of the copyright laws. 1d. This caseisdifferent from ETS
because the part numbers are not copyrightable under our decision in Southco. As such,

ETS isof doubtful help to the plaintiff. At the present sage of thislitigetion, the issue

need not be definitively resolved. It is sufficient that we are convinced that the plaintiff has



not shown alikelihood of success. Therefore, the motion for preliminary injunction for
the dleged copyright infringement of R& B’ s catd ogue was appropriatdly denied.
I1.

It was R& B’ s burden, when seeking this preliminary injunction, to show a
likelihood of success on the merits, which in a case dleging trademark infringement,
requires a showing that (1) the marks are vdid and legdlly protectable; (2) the marks are
owned by the plaintiff; and (3) the defendant’ s use of the mark islikely to cause confusion

concerning the origin of the goods and services. See Optician Assn of Americav.

| ndependent Opticians of America, 920 F.2d 187, 192 (3d Cir. 1990). Thethird issue on

apped reates to whether Needa has infringed R& B’ srightsin four R& B trademarks.

The Digtrict Court concluded thet R& B failed to show alikeihood of
success on the merits of its trademark daims. Beginning with the registered marks, the
Digtrict Court found that Needa had never used the MOTORMITE mark and therefore
R&B’s clam could not succeed. On the “Need!” mark, the Digtrict Court disagreed with
the defendant’ s abandonment argument, but nevertheless held that there was no likelihood
of confusion between the Needa? and NEED! marks. Moving to the unregistered marks, the
Digtrict Court found that the “MM” mark had not developed a secondary meaning that
would give the unregistered mark validity and that R& B had not shown any evidence of
likelihood of confusion. On the unregistered part numbers, the Digtrict Court held that
R&B did not prove that the part numbers are validly trademarked works because there was

insufficient evidence of secondary meaning. On the repackaging claim, the Digtrict Court
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found that R& B did not show that Needa s repackaging involved any of R& B’ s trademarks
and as such did not carry its burden with respect to thisclam.

In Interpace Corp. v. Lapp, Inc., 721 F.2d 460 (3d Cir. 1983), we set out 10

factors to be congdered in determining likelihood of confusion:

(1) the degree of amilarity between the marks;

(2) the strength of the owner’s mark;

(3) the price of the goods and other factors indicative of the care and
attention expected of consumers when making a purchase;

(4) the length of time the defendant has used the mark without evidence of
actud confusion arising;

(5) the intent of the defendant in adopting the mark;

(6) the evidence of actua confusion;

(7) whether the goods . . . are marketed through the same channels of trade
and advertised through the same media;

(8) the extent to which the targets of the parties’ sdes efforts are the same;
(9) the rlationship of the goods in the minds of consumers because of the
amilanity of function; and

(10) other facts suggesting that the consuming public might expect the prior
owner to manufacture a product in the defendant’ s market, or that heislikely
to expand into that market.

Lapp, 721 F.2d a 462-63. Although these factors were initialy established in the context

of non-competing goods, we heldin A & H Sportswear, Inc. v. Victorid s Secret Stores,

Inc., 237 F.3d 198, 213 (3d Cir. 2000) that these factors should aso be applied to directly

competing goods as well, with modifications to factors 7, 9, and 10.2 But we Stated that

2 We suggested the following revision: factor 7 “whether the goods, competing or
not competing, are marketed through the same channels of trade and advertised through the
same medid’; factor 9 “the relationship of the goods in the minds of consumers, whether
because of the near-identity of the products, the smilarity of function, or other factors’;
factor 10 “ other facts suggesting that the consuming public might expect the prior owner
to manufacture both products, or expect the prior owner to manufacture a product in the

11



when the goods are directly competing and the marks are clearly very smilar, “adidrict
judge should fed free to condder only the smilarity of the marksthemsdves” |Id. at 214

(citing Opticians Ass n of Am. v. Independent Opticians of Am., 920 F.2d 187, 195 (3d Cir.

1990) (very little analys's was necessary in a case where a splinter group of alarger
organization continued to use the organization’s collective mark)). Moreover, we Stated
that the lower court “often need not apply each and every factor; when goods are directly
competing, both precedent and common sense counsel that the smilarity of the marks
takes on great prominence. At all events, the factors are meant to be tools, not hurdles.”
Id. Findly, the Lapp tes is quditative not quantitative: “[n]ot dl factors will be rdlevant in
al cases’ and “the different factors may properly be accorded different weights depending
on the particular factua setting.” Id. at 215.

The Digtrict Court found that R& B had offered support asto only three of the
Lapp factors: (1) degree of smilarity between the marks, (2) smilar channels of trade for
the goods, and (3) the targets of the parties sdes efforts. R& B contends that it offered
evidence on other Lapp factors, namdly, (3) factorsindicative of the care and attention
expected of consumers when making a purchase, (5) the intent of the defendant in adopting
the mark, and (10) other facts suggesting that the consuming public might expect the prior
owner to manufacture a product in the defendant’ s market. R&B’s arguments at base are an

objection to the weight accorded by the District Court to various evidence under the Lapp

defendant’s market, or expect that the prior owner islikely to expand into the defendant’ s
market.” 237 F.3d at 215.
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factors.

The Didrict Court did not err in its evauation of the Lapp factors here. Our
scope of review is clear: we cannot reverse the Digtrict Court’s denid of amotion for
preliminary injunction “unless the tria court has committed an obvious error in gpplying

the law or serious mistake in considering proof.” Pappan Enterprises, Inc. v. Hardee's Food

Systems, Inc., 143 F.3d 800, 802 (3d Cir. 1998). The District Court did find that the marks
arevirtudly identical, that the goods moved in smilar channels of trade, and that the targets
of the parties saes efforts were the same. However, the Digtrict Court also concluded
that: (1) the strength of the NEED! mark was limited because the paintbrush sades under the
NEED! mark amounted to only $10,000 per year; (2) the prices of the goods at issue are
relatively low; (3) the functions of the goods are dissmilar: the NEED! certificate of
registration lists mostly household items such as picture hangers, nails, and dectrica

plugs, and the current use of the mark is limited to selling paintbrushes, whereas the Needa?
mark focuses on automotive parts; and (4) there is no evidence that the NEED! has ever
been used to sdll automotive parts or that it will ever be so used. Although it istrue that the
amilarity of the marks -- especidly in the context where the goods are in direct

competition -- is an important factor, it is not the only or even dispostive factor. The
Digtrict Court properly weighed the evidence under the Lapp factors and concluded that
there was no likelihood of success on the merits of R& B’ s trademark claim with respect to
the NEED! mark. Thiswas not in obvious error under Lapp and its progeny.

R& B contends that the Digtrict Court erred when it concluded that the “MM”
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logo was not avalid trademark, because it was a descriptive mark and therefore R&B had to
establish secondary meaning, but did not. R&B claims that the defendants sold products
under the Needa name that were slamped or imprinted with the plaintiff’ s unregistered
“MM” mark, in violation of the plaintiff’s trademark rights. However, the Digtrict Court
correctly concluded that there was no evidence that the defendant’ s products were stamped
with the“MM” mark. The Digtrict Court correctly noted that the defendants have admitted
that they resdl R& B products, but they have not admitted that those products are ssamped
with the MM mark. Initsreply brief, R& B states that Needa has admitted this, but
examination of the record suggests that this statement isin error. R&B cites Needa's
counsel’ s statement that “[Needa] sold parts, at least they’ ve packaged parts with the M.
They actudly didn't proveit. We admitted it becauseit' strue.” The question isnot
whether the packaging had an M on it but whether the packaging had a“MM” on it which is
short for MOTORMITE. Thus, this*admisson” does not get R& B anywhere.

The Didtrict Court went on to hold that even if there were imprints on the
packaging, R& B failed to show that the unregistered “MM” mark is valid and protectable.
Because R&B did not prove that the mark was inherently distinctive, it was required to
prove that it was descriptive with a secondary meaning. R&B arguesthat because it
registered the MOTORMITE mark and the MM mark is an abbreviation of MOTORMITE,
R&B did not have to prove that MM is descriptive or that there is a secondary meaning.
Even 0, R& B did present some evidence with regard to secondary meaning, but this

evidence was very thin. It condsted solely of one regiona sadles manager’ s testimony that
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some of R&B’s cusomersidentify the “MM” designation with MOTORMITE. The Didrict
Court properly found that this statement aone was insufficient to support afinding of
secondary meaning and therefore vaidity had not been shown by R&B.

Next, the Digtrict Court concluded that the evidence for secondary meaning
of the part numbers was insufficient to prove that they were descriptive marks and thus
R&B did not meset its burden of proving vdidity of the mark. R&B argued that the part
numbers served as grade or style designations, and that the defendants use of the part
numbers congtitute trademark infringement. Needa admits that it has used the part
numbers, but argues that R& B has not shown that the part numbers were vaid trademarked
works. Asthe Digtrict Court stated, because grade or style designations are descriptive
marks, R& B was required to show secondary meaning to quaify for trademark protection.
See JM. Huber Corp. v. Lowery Wellheads, Inc., 778 F.2d 1467, 1469 (10th Cir. 1985);
McCarthy on Trademarks and Unfair Competition 8 11:37 (4th ed. 1998). R&B’sonly
evidence of secondary meaning congsted of testimony of aformer regiond saes manager
who gated that some consumers asked him for products by part number, but did not testify
as to whether the consumers associated the part number with the source -- R& B -- or with
the product itsdf. Assuch, the Digtrict Court properly concluded that R& B failed to show
that its part numbers have become * uniquely associated with its goods or businessin the
minds of consumers.”

Findly, the plaintiff framesiits repackaging argument as atrademark

infringement clam. R&B argues that Needa purchases new R& B products, repackages
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them under the Needa? name and then resdlls them as Needa parts. The District Court
concluded that R& B had not shown that Needa s repackaging involved any of R&B’s
trademarks. According to the Digtrict Court, R& B does not contest that the mark is not on
the packaging, but claims that the MM mark is embaossed directly onto the product
themselvesthat are resold by Needa. The andysis of thisclam issmilar to that of the MM
trademark infringement clam. Because R&B has not shown that the MM mark isvaid and
has not carried its burden of proving that the MM mark is actudly on the repackaging, the
Didtrict Court gppropriatey denied preliminary injunctive relief.

We have congdered dl of the plaintiff’s arguments and see no basis for
reversd. The judgment of the Digtrict Court denying the motion for preliminary injunction

istherefore AFFIRMED.
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